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DETAILED ACTION 

Claims 32-38 are pending in this application. Claims 16-31 have been canceled. Claims 
32 and 33 stand withdrawn from consideration as being drawn to a non-elected invention. 

This application contains claims 32 and 33 drawn to an invention nonelected with 
traverse in Paper No. 6. A complete reply to the final rejection must include cancellation of 
nonelected claims or other appropriate action (37 CFR 1.144) See MPEP § 821.01. 

Applicant's arguments filed 4/16/01, 8/27/01 and 11/7/01 have been fully considered but 
they are not persuasive. Any rejection not reiterated below has been withdrawn. 

Rejections Maintained 

Claims 34-38 are rejected under the judicially created doctrine of obviousness-type 
double patenting as being unpatentable over claims 1-16 of U.S. Patent No. 5,541,067. Although 
the conflicting claims are not identical, they are not patentably distinct from each other because 
the method steps of the '067 patent meet the limitations of the pending claims in the present 
application. The claims of the patent are directly drawn to methods of genotyping a nucleic acid 
sample, wherein a polynucleotide repeat region is amplified, characterized, and used to produce 
a genotype of that location. Applicant has provided no specific arguments regarding these 
rejections. 

Claims 34-38 are rejected under the judicially created doctrine of obviousness-type 
double patenting as being unpatentable over claims 1-22 of U.S. Patent No. 5,580,728. Although 
the conflicting claims are not identical, they are not patentably distinct from each other because 
the methods of the patent fall within the scope of the instant invention. . The claims of the patent 
are directly drawn to methods of genotyping a nucleic acid sample, wherein a polynucleotide 
repeat region is amplified, characterized, and used to produce a genotype of that location. 
Applicant has provided no specific arguments regarding these rejections. 

Claims 34-38 are rejected under the judicially created doctrine of obviousness-type 
double patenting as being unpatentable over claims 1-30 of U.S. Patent No. 5,876,933. Although 
the conflicting claims are not identical, they are not patentably distinct from each other because 
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the methods of the patent fall within the scope of the instant invention. . The claims of the patent 
are directly drawn to methods of genotyping a nucleic acid sample, wherein a polynucleotide 
repeat region is amplified, characterized, and used to produce a genotype of that location. 
Applicant has provided no specific arguments regarding these rejections. 

New Grounds of Rejection 
Claim Rejections - 35 USC § 112 
Claims 34-38 rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. This is a new grounds of rejection necessitated by Applicant >s amendments. It is 
noted that Applicant has filed no specific arguments in regard to the previous rejections under 
this statute. 

In claim 34, one does not actually physically produce an allele by the claimed method 
steps. One can identify an allele or genotype based upon the information obtained and analyzed. 

In claim 37 it is entirely unclear where this limitation is to be added to the method. There 
is no indication that the nucleic acid sample is from a particular individual, or that the process 
claimed is linked to any particular individual such that the limitation of claim 37 can be 
performed. 

Claim 38 appears to have a typographical error, in that "comprising an allele with another 
allele" should read "comparing an allele with another allele." If this is not an error, it is entirely 
unclear how one can comprise one allele with another. 

Conclusion 

No claim is allowed. 

Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
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the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 

final action. 

Any inquiry concerning this communication or earlier commu ^^°^ 33 The 
examiner should be directed to Mary K Zeman whose telephone number is (703) 305-7133. lfie 
examiner can generally be reached between the hours of 7:00 am and 1:00 pm Monday through 
Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael Woodward, can be reached at (703) 308-4028. 

Official fax numbers for this Art Unit are: (703) 308-4242, (703) 872-9306 An 
unofficial fax number, direct to the Examiner is (703) 746 5279. Please call pnor to use of this 
number. 

Any inquiry of a general nature or relating to the status of this application ioi " P^eding 
should be directed to the TC1600 Receptionist whose telephone number is (703) 308-0196. 

mkz 
4/4/02 
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